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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on April 
18, 2008 has been entered. Claims 1-24 remain pending in this application. 

Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 1-2 and 5-24 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Drechsler et al. (US Patent 6,071 ,503) in view of Morita et al. (US Patent 
6,500,439). 

Drechsler discloses a transfer resistant cosmetic composition comprising 
organosiloxane resins and fluid diorganopolysiloxane resins in a volatile carrier. The 
composition is applied to the lips wherein the carrier volatilizes leaving a thin but 
durable film resistant to transfer upon contact with objects such as clothing, table wear 
and foods (column 1, lines 13-20). 

The organosiloxane resins disclosed comprise combinations of RsSiOi/2 "M" 
units; R 2 SiO "D" units; Rsi0 3 /2 "T" units; and Si0 2 "Q" units, in ratios that satisfy the 
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relationship R n SiO (4- n y2 where n is a value between 1 .0 and 1 .50 and R is a methyl 
group (column 7, lines 22-27). Preferred ration of M to Q units is 0.7 and the value of n 
is 1 .2 (column 7, lines 35-42). 

The fluid diorganopolysiloxane polymer comprises repeating units, wherein said 
units correspond to the formula (R2Sio) where R is a monovalent hydrocarbon radical 
containing from 1-6 carbons atoms selected from the group consisting of methyl, ethyl, 
propyl, isopropyl, butyl, isobutyl, t-butyl, amyl, hexyl, vinyl, allyl, cyclohexyl, phenyl, 
fluoroalkyl and mixtures thereof (column 7, lines 56-63). The diorganopolysiloxane fluids 
may be terminated by triorganosilyl groups of the formula (R'sSi) where R' is a radical 
selected from the group consisting of monovalent hydrocarbons containing from 1-6 
carbon atoms, hydroxyl groups, alkoxyl groups and mixtures thereof (column 7, line 66 
through column 8, line 3). Polydimethylsiloxane is disclosed (column 8, lines 9-11). 

The diorganopolysiloxane polymer, preferably has a viscosity greater than 
1 ,000,000 cSt at 25C (column 7, lines 12-20). 

The volatile carrier consists of volatile hydrocarbons, volatile silicones and 
mixtures thereof (column 8, lines 22-27). Isododecane is disclosed (column 8, line 33). 

Waxes are disclosed as optional components (column 9, lines 31-34), which the 
examiner interprets to be a thickener. 

Complimentary products may be used in conjunction with the present invention to 
compliment the composition and improve its aesthetic appeal to the user (column 10, 
lines 23-25). In the case of lip compositions, a complimentary product may be utilized to 
enhance the gloss and shine of the lips and provide a lubricious feeling (column 10, 
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lines 30-32). Additionally disclosed, is material that has been shown to be quite useful in 
formulating complimentary products is polyol polyesters, such as sucrose polyesters, 
including synthesized molecules derived from sugar and vegetable oil (column 10, lines 
40-49). 

Drechsler does not disclose the use of a silicone modified fluorinated polymer. 
Morita disclose copolymers used in cosmetic compositions. The copolymers comprise a 
fluorine-containing (meth)acrylate and a silicone macromonomer. The copolymer is 
used with a hydrocarbon based solvent or a silicone based solvent, including 
isododecane (column 10, lines 32-53). 

Morita discloses the use of thickeners in the cosmetic composition (column 12, 
line 46). 

It would be within the knowledge of one of ordinary skill in the art to select a 
combination and amounts of polymers to yield the desired viscosity of the composition 
Additionally, since Morita discloses the fluorine modified copolymer is to be used in a 
cosmetic composition in order to form a film excellent in water resistance, water and oil 
repellency, feeling when used and safety, it would have been within the skill on the art 
to use the polymer in the complimentary product since the instant claims indicate the 
complimentary product is a top coat. Additionally, it would have been obvious to a 
person of ordinary skill in the art to incorporate the polymers of Morita and Drechsler 
into the complimentary product to achieve the desired effects of the polymers. 

It has been held that combinations of two or more compositions each of which is 
taught by the prior art to be useful for the same purpose in order to form a third 
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composition which is to be used for the very same purpose. In re Susi , 58 CCPA 1074, 
1 079-80, 440 F.2d 442, 445, 1 69 USPQ 423, 426 (1 971 ); In re Crockett , 47 CCPA 
1018, 1020-21, 279 F.2d 274, 276-77, 126 USPQ 186, 188 (1960). As the court 
explained in Crockett , the idea of combining them flows logically from their having been 
individually taught in prior art. Therefore, since each of the references teach that the 
claimed polymers are effective ingredients in cosmetic compositions, it would have been 
obvious to combine the polymers in order to obtain a transfer resistant composition, 
since both references teach the polymers are useful for the same purpose. Thus, 
combining them flows logically from their having been individually taught in prior art. 

Claims 3-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Drechsler et al. (US Patent 6,071 ,503) in view of Morita et al. (US Patent 6,500,439) 
and further in view of Humbert et al (US Patent 4,137,302). 

The combined teachings of Drechsler and Morita are discussed above and 
applied in the same manner. 

Drechsler and Morita do not disclose the use of organically modified clays, fumed 
silica, silgels, alkyl silicone waxes, silicone polyamides, diblock/triblock copolymers, or 
silsequioxane crosspolymers. 

Humbert discloses a cosmetic composition for application to the lips comprising a 
thickener. Thickeners disclosed include, for example colloidal silicon dioxide, tetra alkyl 
and/or triaklyl aryl ammonium smectites, organically modified montmorillonite clam, 
fumed silica, and carboxy vinyl polymers (column 4, lines 32-45). 
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It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to have used the thickeners of Humbert. Both Drechsler and Morita 
disclose the use of thickeners in the products. The use of the specific thickeners of 
Humbert to achieve the functional effects of the component is within the knowledge of 
one of ordinary skill. 

Response to Arguments 

Applicant's arguments have been fully considered but they are not persuasive. 
Applicant argues the Morita reference teaches away from the newly amended claims 
and points to column 10, lines 17-27 as support. While the examiner acknowledged 
lines 17-27 recites "the proportion less than 1% by weight leads to insufficient amounts 
of the fluorine containing copolymer content in the cosmetic and therefore sufficient 
water resistance and water and oil repellency cannot be exhibited", it is noted that in this 
particular citation of Morita, the percentage is based on the fluorinated polymer AND 
solvent system. There is not indication as to the exact amount of fluorinated polymer, 
however, since the lower limit of the percentage is 1%, it can be deduced that the 
fluorinated polymer portion would have to be less than 1%. 

Applicant has not submitted any arguments regarding the Drechsler or Humbert 
references. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MELISSA S. MERCIER whose telephone number is 
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(571)272-9039. The examiner can normally be reached on 8:00am-4:30pm Mon 
through Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Woodward can be reached on (571) 272-8373. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Melissa S Mercier/ /MP WOODWARD/ 

Examiner, Art Unit 1615 Supervisory Patent Examiner, Art Unit 1615 



